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The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner's fina

rejection of claim1, which is the sole claimpending in the

YApplication for patent filed January 03, 1995
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appl i cation.? W REVERSE

The subject natter on appeal is directed to a screw head
nail having a generally cylindrical and enl arged di aneter nai
head [26] with a frustoconical [30] defining an outwardly
flared openi ng therethrough and which is aligned with a
cylindrical bore [28] forned in the nail shank [22]. The
cylindrical bore is provided to receive a conventional nachine
screw. The enlarged nail head is configured to prevent
obstruction of the cylindrical bore upon hamrering of the nai
into a work piece.

A copy of the appealed claimis appended to the main
bri ef (Paper No. 10).

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai mare:

Farri ngton 824, 983 Jul . 03, 1906
Meyer 2,802, 297 Aug. 13, 1957

The clai mstands rejected under 35 U.S.C. 8§ 103 as

bei ng unpatentabl e over Farrington, alone, and over Meyer in

2 daim1 was anended subsequent to the final rejection to include the
subj ect matter of dependent claim 2.
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vi ew of Farri ngton.

The full text of the examner's rejections and the
responses to the argunents presented by appellant appear in
the answer (Paper No. 11, nmiled August 20, 1996), while the

conpl ete

statenment of appellant's argunments can be found in the main

brief (Paper No. 10, filed July 26, 1996).

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we conclude that
t he
8 103 rejections cannot be sustai ned.

Considering first the 8§ 103 rejection based on

Farrington, alone, we find that Farrington discloses "a screw
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whi ch nay be inserted in wood or other naterial in the usua
manner, but which cannot be wi thdrawn w thout nutilation"
(lines 11-14). Farrington illustrates two enbodi nents. The
first enbodi nent shown in Figures 1 and 2, includes a screw
body [a] provided with exterior screw threads [e] and a

| ongi tudi nal socket [Db] extending downwardly fromthe top of
the screw body. The socket [b] is provided with interior
screw threads [f] adapted to receive a false head [c] having a
rounded top with a slot and a flat outer edge conformng to
the flat outer edge of the top of the screw body. The second

enbodi nent illustrated in Figures 3

and 4 is simlar to the first enbodi nent, except the false
head [k] has a flat top with a slot and a generally conica
bott om and the upper end of the screw body is flared to
conformto the conical shape of the fal se head.

The exam ner admts that Farrington does not show a
generally cylindrical head with an enl arged di aneter relative
to the nail shank and a frustoconical opening being recessed

within the nail head (answer, page 3). However, it is the
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exam ner's position that it would have been obvious "to
provide the internally threaded bore of Figure 1 with a
frustoconical opening in order to receive a screwwth a
frustoconi cal head as taught in Figure 4" (id.).

It is well settled that it is the teachings of the

prior art taken as a whol e which nust provide the notivation

or suggestion to conbine the references. See Uniroyal, Inc.

V. Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434,

1438 (Fed. Cir. 1988) and Interconnect Pl anning Corp. v. Feil

774 F.2d 1132, 1143, 227 USPQ 543, 550-51 (Fed. Cr. 1985).
It is apparent froma reading of Farrington that the
enbodi mrent shown in Figures 1 and 2 was never intended to be

used with a fal se

head screw having a frustoconical head. Thus, the only
suggestion for conbining the different enbodi nents of the
reference in the manner proposed by the exam ner stens from
hi ndsi ght knowl edge derived solely fromthe appellant's

di scl osure. The use of hindsight know edge to support a
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concl usi on of obviousness is, of course, inperm ssible.
Therefore, we will not sustain the standing 35 U S.C. § 103
rejection of the claimbased on Farrington al one.

Turning next to the 35 U S.C. 8 103 rejection based on
Meyer in view of Farrington, Meyer discloses an uphol stered
furniture tufting device conprising an el ongated stud [ 10]
havi ng a di sc-shaped head portion [12] and a shank portion
[14] including a pointed tip [20]. The head has a well or
recess [22] comrunicating with a tapped bore [24]. The device
al so includes a separate button [26] having a cylindrical head
[28] and a threaded shank [30]. In use, the shank of stud
[10] is inserted through the nuslin-burlap covered stuffing
material [36, 38, 40] and a lock plate [32] is applied to the
exposed pointed tip [20] of stud shank [14]. Uphol stery or
dress covering [42] having a plurality of gromret-reinforced
openings [44] is then applied over the furniture and the

t hreaded shanks [30] of the buttons

[ 26] are passed through openings [46] into engagenent with the
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t apped bores [24] of studs [10]. The grommets [46]
surroundi ng the openings [44] are received in the recesses
[22] of the disc-shaped head portion [12].

As inplicitly conceded by the exam ner, Meyer does not
teach or suggest a generally cylindrical head with an enl arged
di aneter relative to the shank portion and a frustoconica
openi ng being recessed within the nail head. However, the
exam ner has concl uded t hat

[I]t woul d have been obvi ous to one having ordinary skil

in the art at the tine the invention was nmade to provide

the internally threaded bore of Meyer '297 with a

frustoconi cal opening, as taught by Farrington '983, in

order to receive a screw with a frustoconical head. The
frustoconical opening would allow the head to sit within
the opening to nake the head of the screw as flush as
possible to the surface of the furniture. The uphol stery
woul d be wedged between the frustoconi cal opening and the

frustoconi cal head of the screw. (Answer, page 4)

W will not support the examner's position. Here again,
absent the appellant's own disclosure, we can think of no
reason why one of ordinary skill in this art would have been
notivated to conbi ne the teachings of Meyer and Farrington in
the manner that the exam ner has proposed. The exam ner

apparently is proposing to extract fromthe teachings of

Farrington the feature
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of a frustoconi cal opening conmunicating with a threaded bore

(as

illustrated by Farrington in Fig. 4) and incorporate this
feature into the el ongated uphol stery stud of Meyer, while at
the sane tine retaining Meyer's disc-shaped head [12]. The
exam ner, however, may not pick and choose from any one
reference only so nuch of it as wll support a given position,
to the exclusion of other parts necessary to the ful
appreci ati on of what such reference fairly suggests to one of

ordinary skill in the art. See Bausch & Lonb, Inc., V.

Bar nes- Hi nd/ Hydrocurve Inc., 796 F.2d 443, 448, 230 USPQ 416,

419 (Fed. Cir. 1986), cert. denied, 484 U S. 823 (1987) and In

re Kamm 452 F.2d 1052, 1057, 172 USPQ 298, 301-02 (CCPA
1972). Here, Farrington does not teach or suggest formng a
frustoconical opening in a cylindrical head. Instead,
Farrington teaches a screw body [a] having a flared upper end
[] which fornms a frustoconical opening for receiving the
bevel ed section [n] of a flat head screw. Meyer teaches a

di sc-shaped head [12] having a centrally |ocated opening

communi cating with a tapped bore [24]. There is sinply
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not hing in the conbi ned teachi ngs of Meyer and Farri ngton

whi ch woul d fairly suggest providing the elongated stud of
Meyer with a

frustoconical opening as illustrated by Farrington in Figure 4
for the purpose of receiving a flat head screw and, at the

sane

time, discarding the flared end of the screw body illustrated

by Farrington (which is provided by Farrington to formthe
frustoconi cal opening) and retaining the disc-shaped head [12]
taught by Meyer.

From our perspective, the exam ner has inpermssibly
relied upon the appellant’s own teachings in arriving at a
concl usi on of obviousness. This being the case, we will not
sustain the rejection of the claimunder 35 U . S.C. §8 103 based
on the conbi ned teachings of Meyer and Farrington.

In summary, both of the examiner's rejections of the

claimunder 35 U. S.C. § 103 are reversed.

REVERSED
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